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This is a decision on the petition filed herein on 29 July, 2003, under 37 C.F.R. §1.1 37(b) 1 to 
revive the above-identified application as having been abandoned due to unintentional delay. 

For the reasons set forth below, the petition is GRANTED and the petition fee ($1,300.00) is 
charged, as authorized, to Deposit Account 16-1885. 



A review of the record reveals: 

• in response to a final Office action, Petitioner timely filed a Notice of Appeal (with fee) 
and, subsequently, an Appeal Brief (with fee); 



Effective December 1 , 1 997, the provisions of 37 C.F.R. §1.1 37(b) now provide that where the delay in reply was unintentional, a 
petition may be filed to revive an abandoned application or a lapsed patent pursuant to 37 C.F.R. § 1 . 1 37(b). a gran table petition filed under the 
provisions of 37 C.F.R. §1 . 1 37(b) must be accompanied by: 

(1 ) the required reply, unless previously filed. In a nonprovisional application abandoned for failure to prosecute, the required reply may be met 
by the filing of a continuing application. In an application or patent, abandoned or lapsed for failure to pay the issue fee or any portion thereof, the 
required reply must be the payment of the issue fee or any outstanding balance thereof. 

(2) the petition fee as set forth in 37 C.F.R. §1.1 7(m); 

(3) a statement that the entire delay in filing the required reply from the due date for the reply until the filing of a grantable petition pursuant to 37 
C.F.R. $1.1 37(b) was unintentional . The Commissioner may require additional information where there is a question whether the delay was 
unintentional; and 

(4) any terminal disclaimer (and fee set forth in 37 C.F.R. §1. 20(d)) required pursuant to 37 C.F.R. §1. 137(c). (Emphasis supplied.) 
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however, Petitioner failed to respond timely and properly to the Notice of Non- 
Compliance With 37 C.F.R, §1.192 2 mailed on 1 1 July, 2002, with reply due (absent 
extension of time) on or before Monday, 12 August, 2002; 

the instant application went abandoned after midnight 12 August, 2002; 



The regulations at 37 C.F.R. §1.192 provide: 
§1.192 Appellant 's brief. 

(a) Appellant must, within two months from the date of the notice of appeal under §1.191 or within the time allowed for reply to the action 
from which the appeal was taken, if such time is later, file a brief in triplicate. The brief must be accompanied by the fee set forth in § 
1.17((c)and must set forth the authorities and arguments on which appellant will rely to maintain the appeal. Any arguments or authorities not 
included in the brief will be refused consideration by the Board of Patent Appeals and Interferences, unless good cause is shown. 

(b) On failure to file the brief, accompanied by the requisite fee, within the time allowed, the appeal shall stand dismissed. 

(c) The brief shall contain the following items under appropriate headings and in the order indicated below unless the brief is filed by an 
applicant who is not represented by a registered practitioner: 

(1) Real party in interest. A statement identifying the real party in interest, if the party named in the caption of the brief is not the real party in 
interest. 

(2) Related appeals and interferences. A statement identifying by number and filing date all other appeals or interferences known to appellant, 
the appellant's legal representative, or assignee which will directly affect or be directly affected by or have a bearing on the Board's decision in 
the pending appeal. 

(3) Status of claims .A statement of the status of all the claims, pending or canceled, and identifying the claims appealed. 

(4) Status of amendments .A statement of the status of any amendment filed subsequent to final rejection. 

(5) Summary of invention. A concise explanation of the invention defined in the claims involved in the appeal, which shall refer to the 
specification by page and line number, and to the drawing, if any, by reference characters. 

(6) Issues. A concise statement of the issues presented for review. 

(7) Grouping <?/ claims. For each ground of rejection which appellant contests and which applies to a group of two or more claims, the Board 
shall select a single claim from the group and shall decide the appeal as to the ground of rejection on the basis of that claim alone unless a 
statement is included that the claims of the group do not stand or fall together and, in the argument under paragraph (c)(8)of this section, 
appellant explains why the claims of the group are believed to be separately patentable. Merely pointing out differences in what the claims cover 
is not an argument as to why the claims are separately patentable. 

(8) Argument. The contentions of appellant with respect to each of the issues presented for review in paragraph (c)(6)of this section, and the 
basis therefor, with citations of the authorities, statutes, and parts of the record relied on. Each issue should be treated under a separate heading. 

(I) For each rejection under 35 U.S.C. 112, first paragraph, the argument shall specify the errors in the rejection and how the first 
paragraph of 35 U.S.C. 112 is complied with, including, as appropriate, how the specification and drawings, if any, 

(A) Describe the subject matter defined by each of the rejected claims, 

(B) Enable any person skilled in the art to make and use the subject matter defined by each of the rejected claims, and 

(C) Set forth the best mode contemplated by the inventor of carrying out his or her invention. 

(ii) For each rejection under 35 U.S.C. 112, second paragraph, the argument shall specify the errors in the rejection and how the claims 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

(iii) For each rejection under 35 U.S.C. 102, the argument shall specify the errors in the rejection and why the rejected claims are patentable 
under 35 U.S.C. 102, including any specific limitations in the rejected claims which are not described in the prior art relied upon in the 
rejection. 

(iv) For each rejection under 35 U.S.C. 103, the argument shall specify the errors in the rejection and, if appropriate, the specific limitations 
in the rejected claims which are not described in the prior art relied on in the rejection, and shall explain how such limitations render the claimed 
subject matter unobvious over the prior art. If the rejection is based upon a combination of references, the argument shall explain why the 
references, taken as a whole, do not suggest the claimed subject matter, and shall include, as may be appropriate, an explanation of why features 
disclosed in one reference may not properly be combined with features disclosed in another reference. A general argument that all the limitations 
are not described in a single reference does not satisfy the requirements of this paragraph. 

(v) For any rejection other than those referred to in paragraphs (c)(8)(I)to (iv)of this section, the argument shall specify the errors in the 
rejection and the specific limitations in the rejected claims, if appropriate, or other reasons, which cause the rejection to be in error. 

(9) Appendix. An appendix containing a copy of the claims involved in the appeal. 

(d) If a brief is filed which does not comply with all the requirements of paragraph (c)of this section, appellant will be notified of the reasons 
for noncompliance and provided with a period of one month within which to file an amended brief. If appellant does not file an amended brief 
during the one-month period, or files an amended brief which does not overcome all the reasons for non-compliance stated in the notification, 
the appeal will stand dismissed. 

[36 FR 5850, Mar.30,1971; para, (a), 47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982; para, (a), 49 FR 556, Jan. 4, 1984, effective Apr. 
1, 1984; 53 FR 23734, June 23, 1988, effective Sept. 12, 1988; para, (a), (c), and (d) revised, 58 FR 54504, Oct. 22, 1993, effective Jan. 3, 
1994; paras.(a)-(c) revised, 60 FR 14488, Mar 17,1995, effective Apr. 21, 1995; para, (a) revised,62 FR 53131. Oct. 10, 1997, effective Dec. 
1,1997 ] 
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• Notice of Abandonment was mailed on 2 June, 2003; 

• the original petition-filed on 13 June, 2003, under 37 C.F.R. §1.1 37(a) to revive the 
application as abandoned due to unavoidable delay, and in light of the allegations also 
considered as a request to withdraw the holding of abandonment under 37 C.F.R. §1.181- 
-was dismissed on 30 June, 2003, for failure to satisfy the statutory and regulatory 
"showings"; 

• with the instant petition (and fee authorization) Petitioner also makes the statement of 
unintentional delay and provides the reply requirement-in the form of the Appeal Brief in 
triplicate (fee previously paid)— under the regulation. 

STATUTES, REGULATIONS AND ANALYSIS 

Congress has authorized the Commissioner to "revive an application if the delay is shown to the 
satisfaction of the Commissioner to have been "unavoidable." 35 U.S.C. §133 (1994). 3 

The regulations at 37 C.F.R. §1.1 37(a) and (b) set forth the requirements for a petitioner to revive 
a previously unavoidably or unintentionally, respectively, abandoned application under this 
congressional grant of authority. The language of 35 U.S.C. §133 and 37 C.F.R. §1. 137(a) is 
clear, unambiguous, and without qualification: the delay in tendering the reply to the outstanding 
Office action, as well as filing the first petition seeking revival, must have been unavoidable for 
the reply now to be accepted on petition. 4 

Delays in responding properly raise the question whether delays are unavoidable. 5 Where there is 
a question whether the delay was unavoidable, Petitioners must meet the burden of establishing 
that the delay was unavoidable within the meaning of 35 U.S.C. §133 and 37 C.F.R. §1. 137(a). 6 



35 U.S.C. §133 provides: 
35 U.S.C. §133 Time for prosecuting application. 

Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to the 
applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be regarded as 
abandoned by the parties thereto, unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable. 

4 

Therefore, by example, an unavoidable delay in the payment of the Filing Fee might occur if a reply is shipped by the US Postal 
Service, but due to catastrophic accident, the delivery is not made. 

5 See: Changes to Patent Practice and Procedure; Final Ride Notice, 62 Fed. Reg. at 53 1 58-59 (October 10, 1 997), 1 203 Off Gaz. 
Pat. Office at 86-87 (October 21,1 997). 



6 See: In re Application ofG , 1 1 USPQ2d 1378, 1380 (Comm'r Pats. 1989). 
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And the Petitioner must be diligent in attending to the matter. 7 

(Moreover, it long has been the position of the Office that the use of the filing periods (such as in 
37 C.F.R. § 1.137(b)) as an "extension of time" is an "abuse" of the procedures for reviving 
abandoned applications, and is contrary to the meaning and intent of the regulation. 8 The Office 
has indicated that petitions to revive must be filed promptly after the applicant becomes aware of 
the abandonment. 9 Such does not constitute the care required under Pratt , and so cannot satisfy 
the test for diligence and due care. 

By contrast, unintentional delays are those that do not satisfy the very strict statutory and 
regulatory requirements of unavoidable delay, and also, by definition, are not intentional. 10 



Accordingly, the petition to revive under 37 C.F.R. §1.1 3 7(b) hereby is granted . 

This application is being forwarded to Technology Center 3600 to await the Examiner's Answer. 

Telephone inquiries concerning this decision may be directed to the undersigned at (703) 305- 



John J. Grrflon, Jr. 
Senior Attorney 
Office of Petitions 



See : Diligence in Filing Petitions to Revive and Petitions to Withdraw the Holding or Abandonment , 1 1 24 Off, Gaz. Pat. Office 33 
(March 19, 1991). It was and is Petitioner's burden to exercise diligence in seeking either to have the holding of abandonment withdrawn or the 
application revived. See 1 1 24 Off. Gaz. Pat. Office supra . 

g 

See : In re Application of S . 8 USPQ2d 1630, 1632 (ComnVr Pats. 1988). Where there is a question whether the delay was 
unintentional, the petitioner must meet a burden o f establishing that the delay was unintentional within the meaning of 35 U.S.C. § 41(a)(7) and 37 
C.F.R. §1.1 37(b). See : In re Application ofG , 11 USPQ2d 1378, 1380 (Comm'r Pats. 1989). 

9 

See : Diligence in Filing Petitions to Revive and Petitions to Withdraw the Holding of Abandonment . 1 1 24 Off. Gaz. Pat. Office 33 
(March 19, 1 991 ). It was and is Petitioner's burden to exercise diligence in seeking either to have the holding of abandonment withdrawn or the 
application revived. See 1 1 24 Off. Gaz. Pat. Office supra . 

10 Therefore, by example, an unintentional delay in the reply might occur if the reply and transmittal form are to be prepared for 
shipment by the US Postal Service, but other pressing matters distract one's attention and the mail is not timely deposited for shipment. 



CONCLUSION 



9199. 




